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This application has been examined QD Responsive to communication filed on 



% a This action is made 



final. 



A shortened statutory period for response to this action is set to expire ^_ month®, *pfrom the date of this letter 

Failure to respond within the period for response will cause the application to become abandoned. 35 U.S.C. 133 

Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 



1. LS Notice of References Cited by Examiner, PTO-892. ^ 

3. H Notice of Art Cited by Applicant, FTO-1 449. / 

5. □ Information on How to Effect Drawing Changes, PTO-1474. 

Part II SUMMARY OF ACTION 

1. H Claims I — 



2. □ Notice of Draftsman's Patent Drawing Review, PTO-948. 
4. Q Notice of Informal Patent Application, PTO-152. 
6. □ 



_ are pending in the application. 



Of the above, claims _ 



2. □ Clafms_ 



3. 0 Claims 2~*> oJk U 



4. H Claims 1 OuvU \ 
Claims 

6. CH Claims 



. are withdrawn from consideration. 

: have been cancelled. 

are allowed. 

are rejected. 

are objected to. 



_ are subject to restriction or election requirement. 



7. □ This application has been filed with informal drawings under 37 C.r.R. 1 .85 which are acceptable for examination purposes. 

8. Q Formal drawings are required in response to this Office action. 
The corrected or substitute drawings have been received on _ 



Under 37 C.F.R. 1 .84 these drawings 



are O acceptable; □ not acceptable (see explanation or Notice of Draftsman's Patent Drawing Review, PTO-948). 

10. □ The proposed additional or substitute sheet(s) of drawings, filed on 

examiner; □ disapproved by the examiner (see explanation). 



has (have) bean □ approved by the 



, has been □ approved; □ disapproved (see explanation). 



11. LZ] The proposed drawing correction, filed 

12. □ Acknowledgement is made of the claim for priority under 35 U.S.C. 1 1 9. The certified copy has □ been received □ not been received 

□ been filed in parent application, serial no. ; filed on 

13. □ Since this application apppears to be in condition for allowance except for formal matters, prosecution as to the merits is closed in 

accordance with the practice under Ex parte Quayle, 1 935 CD. 11; 453 O.G. 213. 

14. □ Other 
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1. The Group and Art Unit location of your application in the 
PTO has changed. To aid in correlating any papers for this 
application, all further correspondence regarding this 
application should be directed to Group 1200 and Art Unit 1211. 

2. Claims 1-6 are pending in this application. 

3. Claim 4 is rejected under 35 U.S. C. § 112, second paragraph, 
as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 4 is indefinite because this claim does not end with a 
period ( . ) . A period should be added in line 3 after the word 
"enzyme" for clarity of this claim. 

4. A rejection based on double patenting of the "same invention" 
type finds its support in the language of 35 U.S.C. 101 which 
states that "whoever invents or discovers any new and useful 
process . . . may obtain a patent therefor ..." (Emphasis added) . 
Thus, the term "same invention, " in this context, means an 
invention drawn to identical subject matter. Miller v. Eagle 
Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 
USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 
(CCPA 1970) . 
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A statutory type (35 U.S.C. 101) double patenting rejection can 
be overcome by canceling or amending the conflicting claims so 
they are no longer coextensive in scope. The filing of a 
terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



Claim 1 is provisionally rejected under 35 U.S.C. 101 as 
claiming the same invention as that of claim 1 of copending 
application Serial No. 08/486535. This is a provisional double 
patenting rejection since the conflicting claims have not in fact 
been patented. 



5. The following is a quotation of 35 U.S.C. § 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action : 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f ) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person . 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. § 103, 
the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 37 C.F.R. § 1.56 to point out 
the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of potential 35 
U.S.C. § 102(f) or (g) prior art under 35 U.S. C. § 103. 

Claim 1 is rejected under 35 U.S.C. § 103 as being 
unpatentable over Mukai et al (Abstract for JP 78-111456) . 

Claim 1 is directed to a nucleoside 5 ' -phosphate having a 
removable blocking group, viz., phosphates, protecting the 3' 
position. 

Mukai et al disclose nucleosides with 5' -triphosphate and a 
3' -diphosphate group. With respect to instant claim]?, Mukai et 
al disclose that an enzyme was reacted to yield a nucleoside with 
5' -triphosphate and 3 1 -diphosphate. 

5. Claims 2-6 are allowable over the prior art of record. 

6. The Skulnick and Kelly et al references have been cited to 
further show the state of this art. 

7. Any inquiry concerning this communication should be directed 
to Louise Leary at telephone number (703) 308-3533. 



LOUISE LEARY 
PATENT EXAMINER 
GROUP 1200 




September 5, 1996 



